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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1)^ Responsive to communication(s) filed on 23 April 2001 . 
2a)D This action is FINAL. 2b)S This action is non-final. 
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DETAILED ACTION 



1. 



This action is in response to papers filed on April 23, 2001. 



2. 



Claims 1-51 are pending. 



3. 



Claims 1-51 are rejected. 



Claim Rejections - 35 USC §112 



4. Claim 31 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 31 is directed to a duration of time, however, examiner 
is unable to understand what points the duration is between. Is it the duration in which 
the user is in the diary or is it the duration between the last time of use and the current 
time. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 



Claim Rejections - 35 USC § 102 
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6. Claims 1-32 and 51 are rejected under 35 U.S.C. 102(e) as being anticipated by 
US Patent 6,362,440 B1 Karidis et al. Flexibility Interfaceable Portable Computing 
Device. 

7. As to claims 1 , 22 and 26 Karidis teaches a system and apparatus with a paper 
for to record data(Fig. 101. 44-46) and an electronic instrument for generating a record 
of diary use(C.9 I. 61-65). 

8. As to claims 2, 23, 25 and 27 Karidis teaches an interface with instrument and 
computer(C. 6 I. 45-55). 

9. As to claim 3 and 28 Karidis teaches sensors detecting use(C. 9 I. 67 & C. 101. 
1-5). 

10. As to claim 4-7, 10-1 1 and 13 teaches a detection of various events via various 
sensors and detection methods. The fact that the sensors are used to detect specific 
events such as opening or closing is non-functional descriptive data. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in terms 
of patentability, see in re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 44(Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ 2d 1031 (Fed. Cir. 1994). 

11. As to claims 8, 1 5-1 8 and 29-32 Karidis teaches the electronic record recording 
time and date of when the instrument was used(C. 10 I. 18-22). 

12. As to claims 9 and 21 Karidis teaches sensors located under the paper and out 
of sight of user. 

13. As to claim 12 Karidis teaches using a pen with a sensor.(C. 9 I. 10-15) 

14. As to claim 14 Karidis teaches storing the records.(C. 6 I. 28-30). 
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15. As to claims 19-20 electronic instrument is visible and has a display.(Fig. 13 Ref. 
202) 

16. As to claim 24 Karidis teaches cable connecting to the computer(C. 6 I. 39-41) 

17. As to claim 51 teaches a method providing a paper form(Fig. 101. 44-46) and 
electronic instrument tracking use(C. 9 I. 61-65) as well as connecting the instrument to 
the paper form to record when paper form is used(C. 10 1. 1-5). 

18. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

19. Claims 33, 38-39 rejected under 35 U.S.C. 102(b) as being anticipated by Straka 
et al; Patient Self Reporting of Compliance Does not Correspond with Electronic 
Monitoring: An Evaluation Using Isosorbide Dinitrite as a Model Drug. 

20. As to Claim 33 Straka teaches detecting an event related to an entry in a diary( 
Pg 2 C. 2 I. 5-8) and creating an electronic record of event(Pg. 1 I. 13-14). 

21 . As to claims 38-39 the characteristic is a date and time of event(Pg. 1 I. 14). 

Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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23. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

24. Claims 34-37 and 40-41 rejected under 35 U.S.C. 103(a) as being unpatentable 
over by Straka et al; Patient Self Reporting of Compliance Does not Correspond with 
Electronic Monitoring: An Evaluation Using Isosorbide Dinitrite as a Model Drug. as 
applied to claims 33 and 38-39 above, and further in view of US Patent 6,362,440. 

25. As to claims 34-37 Straka teaches electronic monitoring of use according to a 
paper diary, however, Straka fails to teach detecting when the paper diary is used. 
Karidis teaches sensors detecting when user writes on the paper diary(C. 9 I. 50-55). 
It would have been obvious to one skilled in the art at the time of invention to combine 
the teachings of Karidis with Straka so as to require the user to only use one apparatus 
when logging data. Although the reference fails to teach what the event is that is 
detected these differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The steps would be performed 
regardless of the type of event describe and the types of events are not further 
employed in the remaining steps. Thus, this descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see in re Gulack, 703 F.2d 
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1381, 1385, 217 USPQ 401, 44(Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ 
2d 1031 (Fed. Cir. 1994). 

26. As to claims 40-41 Hyland fails to teach using the paper diary to record event 
and time stamp it. However Straka teaches time stamping a record when user writes on 
paper portion of instrument.(C. 101.1 8-21 ). It would have been obvious to one skilled in 
the art at the time of invention to combine the teachings of Straka with Hyland to enable 
an accurate step of record keeping of an event. 

27. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or desc r ibed as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

28. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

29. Claims 42-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hyland et al: Diary Keeping in Asthma: Comparison of Written and Electronic methods; 
further in view of US Patent 6,362,440 B1 Karidis et al. Flexibility Interfaceable Portable 
Computing Device. 
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30. As to claim 42 and 47 Hyland teaches a method for generating electronic records 
of an event concerning a diary entry(Pg. 1 C. 2 U 3). However, Hyland fails to teach the 
apparatus used as one unit that allows the paper forms and record creation. Straka 
teaches an apparatus which allows user to write on paper and use is detected via the 
connect electronic device(C. 8 I. 54-60). It would have been obvious to one skilled in 
the art at the time of invention to combine the teaches of Straka with Hyland so as to 
ensure a better quality of diary records. 

31 . As to claims 43 and 48 Hyland fails to teach the creating a record when the diary 
is used. However, Straka teaches time stamping the electronic record of use.(C. (C.10 
I. 18-21). It would have been obvious to one skilled in the art at the time of invention to 
combine the teachings of Straka with Hyland so as to have an accurate account of 
when the detected event took place. 

32. As to claims 44 and 49 Hyland teaches the user writing a the date in the diary( 
Pg2C. 1 I. 10-12). 

33. As to claims 45-46 and 50 Hyland teaches when uses a comparison of electronic 
data with user entered data to determine compliance( Pg 2 C. 2 2). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Traci L. Smith whose telephone number is 572-272- 
6809. The examiner can normally be reached on Monday-Thursday 6:00 am-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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JOHN G. WEISS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 




